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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 
Response to Amendment 

1 . Applicant's amendment was received on 6/16/05, and has been entered and 
made of record. Currently, claims 1-5 are pending. 

Response to Arguments 

2. Applicant's arguments filed 6/16/05 have been fully considered but they are not 
persuasive. 

In response to applicant's arguments regarding the rejection of claims 1-5, 
wherein on pages 4-7, the applicant explains how the current invention differs from the 
teachings of Noyes et al. (hereinafter Noyes). Particularly, the applicant states that 
Noyes does not teach auto-selection of media as a function of selection of toner density 
or auto-selection of toner density as a function of selection of media (page 6, lines 1-6). 
Examiner agrees with the applicant, in that the process performed by the current 
invention may be different than what Noyes teaches. However, this difference is not 
apparent in the current claim wording since the claims do not recite/mention anything 
about the auto-selection . It is noted that the claims are completely silent as to who or 
what device is selecting the print media source based upon the pre-selected toner 
density setting (claim 1) or the toner density setting based upon the pre-selected print 
media source setting (claim 4). Thus, it is apparent that the applicant's argument is 
irrelevant to the current claims. 
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Examiner notes, as previously presented in the Office action dated 3/18/05, that 
it would have been inherent/obvious to one of ordinary skill in the art to select an 
appropriate print media for a particular toner density setting based on the tables 
shown/taught in fig. 44 of Noyes. For example, when draft print mode (one of the toner 
density settings) is first selected, referring to the tables, one would recognize that plain 
paper must be selected to process the printing in the draft mode (col. 57, lines 22-25). 

Furthermore, referring to the tables, it would have been inherent/obvious to one 
of ordinary skill in the art to select an appropriate toner density setting for a particular 
print media source. For example, when glossy media source is first selected, one would 
recognize that draft mode is not permitted. Thus, based on the glossy media source 
selection, one would know that either a standard or high print mode must be selected. 

It is noted that Noyes dose not teach away from the applicant invention. As 
acknowledged by the applicant (page 6, lines 14-16 of Remarks), Noyes teaches the 
method for selecting a print mode based on the information/rules shown in the tables. 
The possibility of selecting or not selecting a print mode is irrelevant to the current 
claims since the claims do not recite/mention/limit that the selection is always made. 

Moreover, the applicant states that the teaching of Noyes differs from that of the 
applicant invention since other selections and choices must be made. Although other 
selections and choices are indeed made according to Noyes, the teachings of Noyes do 
not differ from that of the applicant invention. Referring to the table again, it is noted 
that only the plain paper must be used in the draft/regular mode . That is, based on the 
pre-selected toner density setting, one would know what kind of print media source 
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should be or should not be selected. The selection of regular mode alone does not 
define the type of the print media source. 

Moreover, the applicant states that Noyes does not provide a motivation for 
eliminating the option of allowing the user to select the variety of print job characteristics 
shown for instance in fig. 44. However, it is unclear if the applicant invention does any 
elimination in the current claim wording. It is noted that the claims fail to recite anything 
about auto-selection. It is uncertain if there has to be one particular toner density 
setting for one particular print media source. Hence, the applicant is presenting an 
argument that is irrelevant to the current claims. 

In reviewing Noyes and the applicant's arguments, it is clear that the applicant 
invention is described in full, clear and exact terms so as to allow a person skilled in the 
art to practice the invention. Further, based on the above arguments, three basic 
criteria for establishing a prima facie case of obviousness are met according to Noyes. 
Therefore, the rejection of claims 1-5, as cited in the Office Action dated 3/18/05, under 
35 U.S.C. § 102(e) as anticipated by or, in the alternative, under 35 U.S.C. § 103(a) as 
obvious over Noyes must be maintained. The rejections are repeated in this Office 
action. 
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Claim Rejections - 35 USC § 102 or 103 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-5 are rejected under 35 U.S.C. 102(e) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Noyes. 
3. With respect to claim 1 , Noyes teaches a method for selecting a print job 
parameter including the steps of: 

ascertaining a pre-selected toner density setting (different print modes in col. 13, 
lines 9-11); and 

selecting a print media source (type of paper) based upon the pre-selected toner 
density setting (col. 13, lines 30-36; col. 31, lines 27-31; col. 57, lines 22-25; and fig. 
44). 

Although Noyes teaches the method of selecting the toner density setting and the 
print media source based on the chart shown in fig. 44, it does not explicitly teach 
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whether the toner density is selected before the selection of the print media source. 
However, since Noyes teaches that the use of a glossy print media in draft mode is not 
permitted (col. 57, lines 22-25 and fig. 44), it would have been inherent/obvious to one 
of ordinary skill in the art to select and use, according to the printing scheme in fig. 44, 
the plain paper when draft mode is selected. 

4. With respect to claim 2, Noyes teaches the method of claim 1 , wherein the step 
of selecting print media source based upon the pre-selected toner density setting further 
comprises selecting a draft media source (plain paper) based upon an identification of a 
draft toner density setting (draft mode in col. 57, lines 22-25 and fig. 44). 

5. With respect to claim 3, Noyes teaches the method of claim 1 , wherein the step 
of selecting print media source based upon the pre-selected toner density setting further 
comprises selecting a standard media source (either plain paper or glossy) based upon 
an identification of a standard toner density setting (standard mode in col. 57, lines 22- 
25 and fig. 44). When standard mode is set, it would have been inherent/obvious to one 
of ordinary skill in the art to recognize that plain paper and glossy are available for the 
selection. Thus, based upon the pre-selected toner density setting, the plain paper type 
can be selected. 

6. With respect to claim 4, Noyes teaches a method for selecting a print job 
parameter including the steps of: 

ascertaining a pre-selected print media source setting (type of paper in col. 25, 
line 66 -col. 26, line 1); and 
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selecting a toner density setting (print mode) based upon the pre-selected print 
media source setting (col. 13, lines 30-36; col. 31, lines 27-31; col. 57, lines 22-25; and 
fig. 44). 

Again, although Noyes teaches the method of selecting the print media source 
setting and the toner density setting based on the chart shown in fig. 44, it does not 
explicitly teach whether the print media source is selected before the selection of the 
toner density. However, since Noyes teaches that the use of a glossy media source in 
draft mode is not permitted (col. 57, lines 22-25 and fig. 44), it would have been 
inherent/obvious to one of ordinary skill in the art to select and apply, according to the 
printing scheme in fig. 44, either a standard or high print mode when a glossy print 
media source is selected. 

7. With respect to claim 5, Noyes teaches the method of claim 4 wherein the step of 
selecting toner density setting based upon the pre-selected print media source setting 
further comprises selecting a draft toner density setting based upon an identification of a 
draft print media setting (col. 57, lines 22-25 and fig. 44). When a plain paper is 
selected for the printing process, it would have been inherent/obvious to one of ordinary 
skill in the art to recognize that either draft or standard mode can be selected. Thus, 
based upon the pre-selected print media source, draft mode can be selected (col. 30, 
lines 25-29). 
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Conclusion 

8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CHAN S. PARK whose telephone number is (571) 272- 
7409. The examiner can normally be reached on M-F 8am-4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward Coles can be reached on (571 ) 272-7402. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 


Chan S. Park 
Examiner 
Art Unit 2622 
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August 26, 2005 
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